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DETAILED ACTION 



Election/Restrictions 
, . Restriction to one of the following inventions is required under 35 U.S.C. 121: 
,. Claims 1-12, drawn to a catalyst composition, classified in class 502, 

subclass 64. 

„. Claims 14-18, drawn to a hydrocarbon conversion process, classified in 
class 208, subclass 1 06+. 
The inventions are distinct, each from the other because o, the following reasons: 
2 inventions I and II are related as product and process o, use. The invents can 
be shown to be distinct , either or both of the following can be shown: (1 ) the process 
f or using the product as claimed can be practiced with another materially dWeren, 
product or ,2) the product as ciaimed can be used in a materially different process o, 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 

nitrogen oxides. 

3 Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the ar, as show, by their different classification, restriction 
for examination purposes as indicated is proper. 

4 During a telephor* conversation with Mr. Brian Heaney on February 20, 2002 a 
provisional election was made with traverse to prosecute the invention of Group .. 
claims 1-12. Affirmation o, mis election must be made by applicant inreplying to th,s 



w Q Page 3 

Application/Control Number: 09/603,838 

Art Unit: 1754 

Office action. C,ai m s 14-18 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 
5 Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 48(b) if one 

remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(0. 

Claim Rejections - 35 USC §112 

6 The following is a quotation of the first paragraph of 35 U S C. 1 1 2: 

THe sha. eon,* a «». *^*"^^££ZlS2Z£ 

7 Ciaim 9 is rejected under 35 USC. 112, firs, paragraph, as containing subject 
ma tter which was no, described in the spec.ca.ion in sue* a way as to reasonably 
convey to one sKilled in the relevant art that the invents), at the time the application 
was filed, had possession o, the Calmed invention. Cairn 9 recites the limitation -above 
0 ,o a, most 20%...of at leas, one promoter element " It is the position of the exam,ner 
t na. the specification as originally filed does no, provide suffiden. support ,he endpom, 
■above 0." The specf,ca.ion as original filed contains support for a range of "a, most 
20%; -u.1-20%,- and -0-10%.- See page 4. Original daim 9 recites "at most 20%.' 
Therefore, there is insuffident support for the specific range daimed. 
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If applicant believes that the specification does provide support for the recitation 
considered by the examiner to constitute new matter, applicant is requested to point to 
the page and line number where such support can be found. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims Particularly pointing out and distinctly 
Se subject matter which the applicant regards as h.s mvenfon. 

9. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1 o. Claim 1 recites "at least one element that is located at the matrix." This limitation 
is confusing because it is not clear what applicant intends by "at the matrix." It is not 
clear whether applicant intends the element to be on the matrix or in the matrix, rather 
than at the matrix. 

1 1 . Claim 1 recites groups of compounds in improper Markush format. This limitation 
renders the claim indefinite because it is improper to use the term "selected from" 
instead of "selected from the group consisting of." Refer to MPEP 21 73.05(h). 

12. Claim 9 recites the limitation "the final catalyst" in line 2. There is insufficient 
antecedent basis for this limitation in the claims. 

13. Claim 10 recites the limitation "after an impregnation." It is not clear to what 
impregnation applicant is referring. It is not dear if applicant intends the impregnation of 
step (c). 
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14. Claim 10 recites the limitation "hydro-hydrogenating element" throughout. It is 
believed that applicant intends "hydro-dehydrogenating element," to provide consistent 
antecedent basis throughout the claims. Refer to the terminology of claim 1 . 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

the prior art are such that the subject mane as . . **»'^ ££^£,ubj.ct matter pertains. 
VSSZXrJttXl ££Len«o„ was made. 

16. Claims 1 , 5-7, and 9-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pollitzer in view of Jan et al. 

Pollitzer et al. (US 3,730,878) discloses a zeolite catalyst composition useful in 
hydrotreating processes, including hydrocracking processes. Pollitzer et al. teaches that 
the catalyst contains a porous amorphous carrier such as alumina or a silica alumina 
composite containing a group VI metal component and a faujasite zeolite carrier 
material containing a group VHI metal component (column 3, lines 40-50). It is taught 
that the group VIII and group VI metal components are separately combined with their 
respective carriers and are then mixed together (column 4, lines 55*0). Suitable group 
VI metals include molybdenum, chromium, and tungsten and suitable group VIII metals 
include iron, cobalt, and nickel (column 3, lines 50-55). The catalyst contains from 4- 
30% by weight of the group VI metal and from 1 -10% by weight of the group VIII metal 
(column 3, lines 60-70). Regarding claim 1 2, it is the position of the examiner that, given 
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the process conditions described by me reference, a. least some of the metallic radicals 

would be in sulfide form. 

The process limitations in claims 10-1 1 are noted. However, when the examiner 
has found a substantially similar product as in the applied prior art. the burden of proof 
is shifted to applicant to establish that their product is patentably distinct and not the 
examiner to show the same process of making, torn*™, 173USPQ685and,nre 

Fessmann, 180 USPQ 324. 

Pollitzer does not teach that the catalyst composition contains at least one 
promoter element selected from the group consisting of phosphorus, boron, and silicon. 

Jan et al. (US 5,393,409) discloses a catalyst composition useful in catalytic 
cracking processes. Jan et al. teaches that the catalyst composition comprises a bound 
faujasite zeolite component (column 1 , lines 64*9) in combination with hydrogenation 
components such as group VIB and Group VIII metals (column 7, lines 40-45, 65*9 
and column 8, lines 5-10). The composition may further comprise a promoter element 
such as phosphorus or boron (column 8, lines 24-29). 

„ would have been obvious to one having ordinary skill in the art a. the time the 
invention was made to have modified the invention of Pollitzer in light of the teachings of 
Jan et al. Jan et al. teaches that additional catalyst ingredients, such as promoter 
elements are known in the art and are useful when combined with a bound faujasite 
zeolite. Because both catalysts can be used in the same or similar processes of use, 
one would have reasonable expectation of success from the combination. 
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With regards to claim 7 that requires the presence of both boron and silicon, it is 
noted by the examiner that the Pollitzer reference teaches that silica can be added to 
the alumina matrix in an amount of 1 0-90% by weight. Refer to column 4, lines 5-10. It 
is the position of the examiner that this added silica would meet the limitation of 
promoter, given the ranges and quantities instantly claimed. 

17. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pollitzer in view of Jan et al. as applied to daims 1 , 5-7, and 9-12 above, and further in 

view of Koepkeet al. 

Pollitzer in view of Jan et al. is applied as above for claims 1 , 5-7, and 9-12. 
The modified disclosure of Pollitzer does not specifically teach the use of a Y 

zeolite or a dealuminated zeolite. 

Koepke et al. (US 4,777,1 57) teaches that for hydrocracking processes, the use 
of a Y zeolite in dealuminated form is preferred (column 2, line 60- column 3, line 10). 

| t would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have further modified me disclosure of Pollitzer to include the 
use of zeolite Y or a dealuminated zeolite Y in light of the teachings of Koepke et al. 
Pollitzer teaches the use of faujasite zeolites, which includes zeolite Y. One would have 
been motivated by the teachings of Koepke e. al. to specifically choose zeolite Y in light 
of the disdosure that in hydrocracking operations, the use of zeolite Y is conventional 
and preferred. 



~ Q Page 8 

Application/Control Number: 09/603,838 

Art Unit: 1754 

18 Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pol.itzer 
in view of Jan et al. as applied to claims 1 , 5-7, and 9-12 above, and further in view of 
Shi et al. 

Pollitzer in view of Jan et al. is applied as above for claims 1 , 5-7, and 9-12 

above. 

The modified disclosure of Pollitzer further does not teach that the catalyst 
composition contains elements of group VIIA. 

Shi et al. (US 5,972,832) discloses a catalyst composition useful in hydrocracking 
processes. Shi et al. teaohes that the catalyst composition comprises fluorine, nickel 
and tungsten oxides, alumina, and a zeolite such as Y zeolite (column 2, lines 20-25 

and column 4, lines 5-6). 

I, would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have further modified the invention of Pollitzer in light of the 
teachings of Shi et a,. Shi et al. teaches that additional catalyst ingredients, such as 
fluorine, are known in the art and are useful when combined with a faujasite zeolite such 
as zeolite Y. Because both catalysts can be used in the same or similar processes of 
use, one would have reasonable expectation of success from the combination. 

Double Patenting 

19 . The nonstatutory double patenting "W^^^,^ me 
doctrine grounded in public policy (< ^ "J~^ ^Xe' ! gTanfed by a patent 
unjustified or improper Hmew.se extension of few™' Goo£)mani ! 
and to Drevent possible harassment by multiple assignees, oeei 
& Zi 29 U P SPQ2d 2010 (Fed ^1993); ,m ^ ^%^ S %^ (CCPA 

418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timelv filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to o^rcome actual or provisional rejection based on a nonstatutory double 

^m^i^^ conflicting app,ication or patent is shown t0 c y 

owned^h this appli^ion. See ^ ^ Q 

ie^S^ll^ disclaimer signed by the assignee must fu..y comply w,th 
37 CFR 3.73(b). 

20. Claims 1 -1 2 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-1 1 and 22 of 
copending Application No. 09/603,837. Although the conflicting claims are not identical, 
they are not patentably distinct from each other. 

Copending application No. 09/603,837 discloses and claims a catalyst 
comprising at least one matrix, at least one zeolite, at least one element that is located 
at the matrix and selected from the group consisting of groups VIB, VIII, and VB, at least 
one promoter element, wherein the zeolite contains at least one element of group VB in 
its porous network (claim 1). The zeolite also contains at least one element of group VI 
and/or group VIII in its porous network (claim 4). 

The difference between the instant claims and the claims of '837 is that the 
instant claims do not require the presence of a group VB element. However, one of 
ordinary skill would recognize that the instant claims do not exclude the presence of 
additional elements, even in major proportions. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Conclusion 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina lldebrando whose telephone number is (703) 
305-0469. The examiner can normally be reached on Monday-Friday, 7:30-5, with 

Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Steve Griffin can be reached on (703) 308-1 164. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9310 
for regular communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0651. 
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